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COMMISSION GREEN PAPER ON
INDUSTRIAL DESIGN

EXECUTIVE SUMMARY

The single Community market will become
a reality for European design industries only
insofar as the territorial effect and limitations of
national intellectual property law are set aside and
replaced by Community wide legislation.

At the present time European industries wishing
to protect their designs against reproduction must
file design protection applications in different
countries, monitor the different duration of
national protection, pay registration and renewal
fees at different times and in different currencies
and risk not to be able to obtain legal protection
in the whole area of the Community because
the Community is divided into many different
jurisdictions.

Different intellectual property laws act as barriers
to the free circulation of goods. In addition such
laws can unless set aside by Community legislation
and harmonization of national laws by virtue of
Article 36 of the EEC Treaty continue to prevent
the free circulation of goods after 1 January 1993.
Therefore Community measures to provide for
single market conditions for design products are
necessary.

The objectives of the Green Paper.

The main purpose of this Green Paper is to
serve as a basis for extensive consultation of all
interested circles on the future legal protection
of industrial designs (models and designs). It
seeks to explain the background of the legal
issues involved in sufficient detail to permit

an assessment of the obstacles which different
national laws involve and sets out the merits of
the Community solutions envisaged. The paper
does not pretend to be a study in comparative law.
It sets out in some detail suggestions for solutions
to the problems discussed and is accompanied
by preliminary drafts of possible legislative
proposals. Following this consultation with all
interested parties proposals may be submitted by
the Commission to the Council and the European
Parliament.

Contents of the Green Paper.

The Green Paper consists of four parts.

Chapter 1-3 contains a general introduction and
sets out the legal background and the specific
Community interest in design legislation.

It is explained why in the view of the Commission
a Community wide design introduced by way of
Regulation is necessary.

Chapter 4 constitutes the second section, in which
the main options of a future Community wide
design protection system is discussed and in
particular whether the system should be based on
registration or whether protection should come
into existence automatically.

Chapters 5-9 constitute the third section of
the Green Paper. It covers the provisions of
substantive law, which will govern the Community
Design (chapters 5-7), and the registration
procedure (chapter 8) and the litigation system
(chapter 9). These have been drafted with the
corresponding provisions of the Community trade-
mark as a model and are briefly explained.

The fourth and last section comprises chapters 10
and 11. These consider the relationship between
the possible future Community design protecﬁon
and existing national specific design protection law
(chapter 10) and other protection instruments, in
particular national copyright law (chapter 11).

The conclusions of the Green Paper.
The Green Paper's main conclusions on which
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the consultation is based may be summarized as

follows :

() A Community wide design protection (“the
Community Design”) needs to be introduced
by way of a Regulation. The purpose is to
protect “designs” which are defined as the
two-dimensional or three-dimensional features
of the appearance of a product, which are
capable of being perceived by the human
senses. No further aesthetical criteria are
applied but the appearance may not be
dictated solely by a technical function.

(I1) The Community Design is mainly based on
registration. The duration of the protection
proposed is five years renewable to a
maximum of 25 years.

(ITIT) The condition for protection is that the
design is distinct from designs known to the
circles specialised in the sector concerned
operating within the Community and by the
overall impression it creates in the eyes of
the public distinguishes itself from any other
design known to such circles. Protection is
not based on examination prior to registration
as to compliance with this condition. A
Community Design shall confer upon its
proprietor the exclusive right to prevent
any third party not having his consent from
making, offering, putting on the market or
using a product to which the same design or
a substantially similar design is applied.

Some sectors of industry develop with short
intervals a large number of designs. Of the designs
developed only a few are exploited commercially.

Under the present conditions the commercial
value of designs cannot as a general rule be
tested in the market place before registrations are
taken out lest the designs loose their character
of being novel. Further, if the designs are tested
before they are protected by registration they are
not protected. To remedy this situation a short
term unregistered design protection is suggested

18 o EFHIEWR

introduced (the “Unregistered Community
Design”).

The Commission suggests tentatively that the
duration of this protection should be three years
from the disclosure of the design. To permit
registration after disclosure of the design a period
of grace of the duration of twelve months is
introduced calculated from the day of disclosure.
During this period of grace the fact that the
design may be known does not deprive it of its
distinctive character, but registration can be
applied for during this period. The Unregistered
Community Design should confer upon its owner
the same rights as the Registered Community
Design except that the exclusive right is limited
to a protection against copying of the design.
Independently developed identical or substantially
similar designs are thus not infringing the design
right, but protectable in their own right.

The exclusive rights conferred by the-
Community Design need to be limited in two
respects. Interconnections are not protected.
Interconnections are defined as those features
of the appearance of a product, which must
necessarily be reproduced in their exact form
and dimensions in order to permit the product
to which the design is applied to be assembled
or connected with another product. Further, the
rights conferred by the Community Design does
not extend to acts undertaken privately, for non-
commercial purposes; to acts carried out for
experimental purposes nor to the reproduction of
design for the purpose of teaching design.
Registration should be possible as quickly and
cheaply as possible. To minimize the costs for
the users of the system it should be possible to
protect any number of up to 100 related designs
by a single act of registration.

The deferment of publication of registration
has also been proposed not only because of the
merits of the supplementary protection against
reproduction which a secret deposit may in
some cases represent but also as a means of



cost reduction by - as a temporary measure -
dispensing with the production and publication of
graphic representations of the design.

National design protection laws cannot from one
day to another be superseded by the Community
Design. National design protection laws will
therefore - for some time - co-exist with the
future Community system. The most salient
features of national design protection laws need
therefore to be harmonized by way of a Directive
in accordance with the provisions for a possible
future Community Design.

In most Member States protection under specific
design protection law can be cumulated with a
possible protection under unfair competition law
and uﬂder copyright law. In one Member State
the registration of a design implies that copyright
protection is no longer available. Further, in the
same Member State the application of copyright
protection is dependent upon the design being
separable from the product to which it is applied.
It is suggested that this limitation be removed and
that cumulation with copyright protection made
mandatory under the conditions laid down in
the copyright laws of Member States. Within the
context of the design initiative no attempt will be
made to harmonize the conditions for protection of

designs under copyright law.

Follow up to the Green Paper.
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Some important aspects which should be

mentioned are the following:

a) the wish to promote investment in design
development as an element of industrial policy,
b) the need to protect creativity in respect of
industrial design seen as an expression of the

designer's creativity,

c) the need to avoid confusion of consumers as to
the origin of products having identical or similar
appearance,

d) design as a meaningful contribution to technical
innovation,

e) the respect of the principle of fairness in trade.
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1) 2.3 The specific protection of
“industrial design”.

Mechanism of registration of the design

There is one element which the nine sets of

rules have in common : they all provide for a
mechanism of registration of the design in a public
register.

The system was conceived at the outset to
present the great advantage of giving a high
degree of legal certainty to those who make use
of it as well as to their competitors, but it has the
disadvantage of requiring an .often cumbersome
procedure of filing the design with a registration
authority.

It should be noted that the legal certainty which
the system was conceived to achieve is largely
illusory. The fact that a design is registered does
not give the certainty that the protection is valid.

Novelty

For obtaining protection ‘novelty” is generally
required, sometimes alone, sometimes together
with “originality”.

The overwhelming majority of legislations
requires “objective” novelty, but there are a
few legislations (France and a certain trend
in the Spanish caselaw) which are based on
a “subjective” approach, making in fact the
notion of “novelty” very much similar to that
of “originality”. The systems of law based on
“objective novelty” differ again among themselves
as to the qualifications to which this notion is
subject. There are limitations in space (a design
must be new in the State or States concerned:
Ireland, UK, Benelux) or in time (a design is de
facto deemed to be new if no identical form has
been used - or has been protected - since a certain
point in time in the past: Denmark, Portugal).
An interesting qualification is moreover provided

by the Benelux law and German registration
practice: a design is not new if it is known by the
national circles specialised in the relevant sector.
According to German practice this includes forms
which are disclosed abroad, in countries or places
(exhibitions and fairs) where one could reasonably
expect national experts to pay attention to the
novelties put on the market.

Further condition

A number of legislations require, next to novelty,
a further condition:

This further requirement appearing under various
denominations is the test used by these systems
to answer the following question: when does a
design which only differs in some details from a
prior design cease to be an imitation and become
a ‘new’ design?

From what has been set out it can be concluded
that each system of law requires that a design,
to be protected, should show a “distinctive
character” in respect of other known designs. The
measure of the distance between an insignificant
and significant change in respect of a prior design
is the crux of the question.

The nature of the rights conferred by the
registration also differ in the various systems. In
the overwhelming majority of countries registered
designs give their owner a monopoly right of
patent type which can be enforced against anyone
accomplishing without the owner's consent
acts in the course of trade relating to products
incorporating the design.

Considerable differences

Many other important features of the national
legislations present considerable differences.

In view of their importance one should, however,
at this point mention at least the three following
areas: the impact of the disclosure of the design
by the designer on the “novelty” requirement,
the possibility of keeping a deposited design
secret and the possibility of “cumulating” the
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protection given by registration with other types
of protection.
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2) 2.4 The protection under copyright.

All Member States are party to the Berne
Convention which, however, gives considerable
latitude as to the protection of “works of applied
art and industrial designs and models”. The works
mentioned may be protected under copyright law
or under specific law or both (Article 2 (7).
The possibility of “cumulation” is common to
ten Member States, even if the conditions or
qualifications under which it is applied differ
substantially. The situation is different in Greece
and Ttaly.
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3) 2.5 The protection as a trademark.

The first directive on the approximation of
national trade mark laws of 21 December 1988
has introduced unitary rules concerning the
protection of designs as trade marks. In principle
two-dimensional designs and three-dimensional
shapes can be protected as trade marks. The
shape excluded from protection are those which
result from the nature of the goods or which are
necessary to obtain a technical result or which
give substantial value to the goods.



4) 2.6 The protection under patent law.
The biggest problem arises however with those
designs where aesthetic and functional aspects
are intimately mixed, Le. the vast majority of
industrial designs. Some Member States solve this
problem by accepting that the aesthetic features
of design be protected by a registered design
and/or copyright and technical innovation by the
“utility model”.

The interplay of registered design and copyright
entails an indirect protection of the innovative
elements with the result that the latter are
eventually protected for a period going far beyond
the term of protection of a patent or utility model.

5) 2.7 The protection under unfair
competition rules.
The protection under unfair competition rules can
be cumulated in all Member States (except the
UK where unfair competition law does not exist)
with the other forms of protection.
The major difference in the existing legislations, as
far as the protection of design concerned, is, quite
apart from the need for a general harmonisation
of these rules in the perspective of the internal
market, the prohibition existing in certain
countries only (Benelux and Italy) to invoke
the unfair competition rules, even in the case of
slavish imitation of the product, once the term of
protection of the registered design has expired.
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4.3 Grievances as regards the protection
of industrial designs by way of registration.
Comments made by industry as regards the
protection of industrial designs by way of
registration seem to indicate that not all sectors of
industry are opposed to a registration procedure
as such, but only to some specific features of
registration as practiced in some Member States.
Most criticized is probably the way in which the
novelty requirement is applied and in particular
the fact that disclosure of the design by designer
prior to registration may in most Member States
deprive the design of its novelty character.

The effect that prior use of a design may deprive

24 o EFEFIEHRE

it of its novel character has serious implications
for those industries which in fairly short intervals
develop a great number of designs, out of which
only a few become a commercial success and for
that reason need protection against reproduction.
Under the current legal situation in most Member
States, manufacturers are prevented from testing
their products in the market before undertaking
the expenditure of registration. For certain
industries developing a high number of designs,
such as textiles, fashion, shoes etc. these costs can
be considerable in particular in jurisdictions where
“multiple deposits” are unknown.

This criticism of existing registration systems
appears to be justified. The purpose of requiring
that a design, to be protected, must be novel is
to make sure that designs, which are known or
even widespread within a given industry, are not
appropriated by a single manufacturer. Further,
the requirement prevents proprietors of designs in
respect of which the protection period has expired
or is close to expiry from filing a new application
for registration and by this way obtaining a
prolongation of their exclusive right.

The use of a design before registration
implies, however, the risk that the design
is misappropriated by a competitor before
registration. The competitor could possibly file a
claim for registration before the rightful owner,
with the effect that the necessary invalidation of
the registration becomes both cumbersome and
often expensive. Against this risk there appears to
be only one effective remedy, automatic protection
as from the first commercial use or publication of
the design.

-the Commission is of the opinion that an
automatic protection limited in time could
constitute an important aid for industries having
to invest heavily in design activities.
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1) Examination procedure prior to the grant
of protection

Closely related to the issue of novelty is whether
the fulfilment of this condition for protection
should be established by .an examination
procedure prior to the grant of protection or
whether an examination can be dispensed with.
None of the registration authorities of Member
States are in a position to establish or endeavour
to establish whether a design filed for registration
under national law is “new” in the sense of never
seen before in the entire world.

2) Formalities-and costs-should be kept to
minimum

Industries appear to be in favour of a protection k
system, which is not based on examination as to
substance prior to registration. Registration should
follow immediately upon filing of the application
for registration to shorten the administrative
procedures to the extent possible and to keep
costs down. If an applicant takes out a registration
for a design which is not new it is at his own risk.
This position by industry is a logical consequence
of its preference for a protection system which is
not based on any formalities whatsoever.

The Commission agrees that formalities - and
costs - should be kept to minimum.



3) Criterion for protection

It is therefore submitted that the criterion for
protection should be one which, on the one hand
contains elements to the effect of demanding a
certain degree of novelty, and on the other hand
be such that no examination as to compliance with
the condition in substance is necessary. For this
reason the Commission suggests the condition that
the design has a distinctive character.

4) The costs of registration

The costs of registration must be kept at a low
level. This is a request often heard voiced by
industry, in particular by small and medium sized
enterprises, and the Commission fully shares this
concern.

-it should be emphasized that in order to be a
success, the new Community protection system
must be made financially attractive to use in the
eves of industries.

A further point of criticism against existing
national design protection systems voiced by
some industries is the absence in some Member
States of provisions permitting the simultaneous
registration of multiple, interrelated designs
by one act of registration only. For example a
manufacturer of ties needs to be able to protect
all the colour variations of a specific design by
one act of registration only, instead of filing an
application for each different tie.

The need of industry to keep its unproductive
costs as low as possible seems to be an overriding
consideration in this respect.
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* 1 Accession to the 1999 ACT: Republic of Korea,
Ratification of the 1999 Act: United States of America,
Accession to the 1999 Act: Japan

* 2 JASON J. DU MONT & MARK D. JANIS, The Origins
of American Design Patent Protection, INDIANA LAW
JOURNAL [Vol. 88:837_2013]

Many firms invest heavily in the way their products 100k,
and they rely on a handful of intellectual property regimes
to stop rivals from producing look-alikes.

Two of these regimes-copyright and trademark-have been
closely scrutinized in intellectual property scholarship. A
third, the design patent, remains little understood except
among specialists. In particular, there has been virtually no
analysis of the design patent system's core assumption:
that the rules governing patents for inventions should be
incorporated en masse for designs.
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